Application No. 10/678,633 



Attorney Docket No. 1793.1052 



REMARKS 

In accordance with the foregoing, claims 6-8, 13, 14 and 18-20 have been amended. No 
new matter is being presented. Therefore, claims 1 and 3-20 are pending and reconsideration is 
respectfully requested. 

Since the instant Response is filed within two (2) months of the mailing date of the Final 
Office Action, it is respectfully submitted that the provisions of MPEP 706.07(f)(D)(3) are 
applicable. 

AMENDMENTS TO CLAIMS 6-8, 13, 14 and 18-20: 

The amendments to these claims are being made to improve the form and clarity of the 
claims and do not otherwise affect the scope of the claims. 

ENTRY OF AFTER FINAL AMENDMENT ; 

Applicants request entry of this Amendment because, as noted above, the amendments 
to claims 6-8, 13, 14 and 1 8-20 improve the form and clarity of the claims. As such, they reduce 
the number of issues for appeal and place the application into better condition for allowance. In 
addition, the amendments do not affect the scope of the claims and, as such, do not necessitate 
further search and/or consideration by the Examiner. 

REJECTIONS UNDER 35 U.S.C. §103: 

Claims 1, 3-6, 9-10 and 18-20 are rejected under 35 U.S.C. §1 03(a) as being 
unpatentable over Applicants' Prior Art (Figures 1 and 2). These rejections are traversed. 

Regarding the rejection of claim 1 , it is noted that claim 1 recites a read-only information 
storage medium comprising a data area, a lead-in area and a lead-out area. A test pattern is 
formed in at least one of the lead-in and lead-out areas to measure a modulation degree when 
data is recorded using a data recording modulation technique. These features are not shown in 
the Applicants' Prior Art, as relied upon by the Examiner. 

The clearest evidence of this fact is found in the specification at paragraphs [0008] and 
[0009]. Paragraph [0008] explains the structure of a conventional read-only information storage 
medium and states that the conventional read-only information storage medium includes a lead- 
in area having a control data zone 100a, a buffer zone 100b, a reserved zone 100c and an 
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information zone 100d. Paragraph [0009] then unequivocally states that the conventional read- 
only information storage medium "does not include an area used to measure a modulation 
degree," as claimed. 

Thus, applicants respectfully assert that claim 1 is patentably distinguished from the Prior 
Art. Therefore, the rejection of claim 1 is believed to be traversed. 

Regarding the rejections of claims 3-6, 9-10 and 18-20, applicants assert that these 
rejections are traversed for at least the reasons set forth above. 

Nevertheless, the Examiner suggests that the deficiency of the Prior Art lies only in the 
fact that the Prior Art does not "specifically show that the pattern formed on lead-in or lead-out 
areas is used for measuring a modulation degree during recording [processes]." The Examiner 
further explains that since the Prior Art contains the reserved zone 100c for adding any desirable 
new data based on user need, one of ordinary skill in the art would have been motivated to use 
the reserve zone 100c to form the claimed test pattern. 
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Art, which are laid out in paragraph [0009], as noted above. That is, where paragraph [0009] 
sets forth that the conventional read-only information storage medium does not include an area 
used to measure a modulation degree, the Examiner appears to suggests some similarity 
between the pattern formed in the lead-in area and the claimed test pattern. This is a necessary 
analytical step for the Examiner, because he then alleges that the presence of the reserved zone 
1 00c could allow for the presence of the claimed test pattern. 

Of course in doing so, the Examiner completely ignores the disclosure of paragraph 
[0009]. In other words, the Examiner is improperly applying the applicants' observation of the 
problem in the prior art (i.e., the structure of the convention medium, including the reserved zone 
100c, but not including the claimed test pattern) against the applicants. Further, by not 
considering the disclosure of paragraph [0009], the Examiner is also improperly cherry picking 
only those disclosures that appear to support the obviousness rejection. 

For example, in the third paragraph of item 6 of the Office Action, the Examiner states 
that "[t]he new data [of the reserved zone 100c] can be used to perform any desirable purposes, 
for example, measuring a modulation degree during recording processes]." Here, the Examiner 
simply does not consider the fact that paragraph [0009] sets forth that the Examiner's statement 
is untrue and that, therefore, it cannot be said that the reserved zone 100c includes a test 
pattern to measure a modulation degree. 

Furthermore, in the fourth paragraph of item 6 of the Office Action, the Examiner cites 
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the reference to Koroda as allegedly teach adding the claimed test pattern to measure a 
modulation degree to the reserved zone 100c. Responsively, applicants note that if the 
Examiner intends to rely upon this reference, then a new Office Action should be issued with the 
obviousness rejection supported by this reference. 

ALLOWABLE SUBJECT MATTER: 

Claims 7-8 and 1 1-17 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

CONCLUSION: 

There being no further outstanding objections or rejections, it is submitted that the 
application is in condition for allowance. An early action to that effect is courteously solicited. If 
there are any formal matters remaining after this response, the Examiner is requested to 
telephone the undersigned to attend to these matters. Finally, if there are any additional fees 
associated with filing of this Amendment, please charge the same to our Deposit Account No. 
503333. 



Respectfully submitted, 
STEIN, MCEWEN & BUI, LLP 




Suite 300 

Washington, DC 20005 
Telephone: (202) 216-9505 
Facsimile: (202) 216-9510 
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